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REMARKS 

This paper is responsive to the Office Action mailed 
from the Patent and Trademark Office on June 16, 2004, 
which has a shortened statutory period set to expire 
September 16, 2004. A petition to revive the application 
is submitted in a paper filed herewith. 

Claims 1-11 are pending in the above-identified 
application. Claims 1, 2, 5, 6 and 11 are rejected under 
35 use 102, and Claims 3 and 7-10 are rejected under 35 USC 
103 . 

In the current paper. Claims 1, 2, 4, 5, 7 and 10 are 
amended, and Claims 12-14 are newly entered. No new matter 
is entered. In view of these amendments and the following 
remarks, Applicants respectfully request reconsideration 
and withdrawal of all pending rejections. 

Rejections Under 35 USC 102 

Claims 1, 2, 5, 6 and 11 are rejected under 35 USC 
102(e) as being anticipated by Bjorn (U.S. Patent No. 
6, 125, 192) . 

Claim 1 is amended herein to recite (in pertinent 
part) "a non-volatile memory device" . Support for this 
limitation is provided, for example, in original Claim 4, 
which recites that the memory device is a "flash" memory 
device. Those skilled in the art recognize that a flash 
memory device represents one type of non-volatile memory 
device . 

Claim 1 is also amended to incorporate "means for" 
type claim language that sets forth the functions performed 
by the processing unit recite in arguably a more 
appropriate manner. No new matter is entered by this 
amendment . 
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Finally, Claim 1 is amended to clarify that the "data 
retrieving mode ... is performed subsequent to the 
programming mode" . Support for this amendment is found, 
for example, on pages 4 and 5 of Applicant's specification. 

No new matter is entered by the above-mentioned 
amendments . 

As amended. Claim 1 recites an electronic data storage 
medium that is suitable for securely storing personal "data 
file" information (e.g., a credit card number, a bank 
account number, or an assigned user identification card 
number) , and for only passing the information to a host 
system when the electronic data storage medium verifies 
that the authorized user is present by way of matching a 
scanned fingerprint with a previously stored fingerprint. 
The electronic data storage medium therefore includes a 
"non-volatile [e.g., flash] memory device for storing a 
data file and fingerprint reference data" , both of which 
being stored during a "programming mode" . During a "data 
retrieving mode" performed subsequent to the "programming 
mode", "fingerprint scan data" received from a "fingerprint 
sensor" is compared with the previously- stored fingerprint 
reference data, thereby allowing the owner of the 
electronic data storage medium to maintain security control 
over the stored fingerprint reference data . 

In contrast to the electronic data storage medium 
recited in Applicants' Claim 1, Bjorn teaches a 
Fingerprint recognition system in which a portion of 
a scanned fingerprint is transmitted to a host system 
for preliminary identification (i.e., matching with a 
fingerprint stored in a database of templates) , and 
then the "preliminary match" is transmitted back to 
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the "sensor" for "final matching" . This process is 
described with reference to Column 8, line 44 to 
Column 9, line 12 and Figs. 6A and 6B, which are 
copied below for reference: 




FIG.6A 

As recognized by the Examiner in the pending rejection 
directed to Claim 1 under 35 USC 102, Bjorn fails to teach 
the storage of fingerprint reference data in a "non- 
volatile memory device" as recited in Claim 1. Based on 
the description of Bjorn' s system (copied above), Applicant 
contends that it would not have been obvious to provide 
either a "non-volatile memory" or "means for controlling 
said processing using ... to store ... the fingerprint 
reference data in said non-volatile memory device" on an 
electronic data storage medium that includes Bjorn' s 
fingerprint recognition system because the "match" 
found in Bjorn' s step 645 is written from a host 
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system to the sensor in step 650 during each 
fingerprint recognition process (see Col. 8, lines 
63-65, copied above). That is, because the "match" 
is written during each fingerprint recognition 
process, there is no reason to store the "match" for 
longer than the time it takes to perform the 
comparison associated with Bjorn's step 660. For 
this reason, Bjorn in effect teaches away from 
providing an electronic data storage medium that includes 
Bjorn's fingerprint recognition system with "non- 
volatile memory" and "means for controlling said 
processing unit in a programming mode ... to store ... the 
fingerprint reference data in said non-volatile memory 
device", as recited in Claim 1. Hence, the owner of an 
electronic data storage medium that includes Bjorn's 
fingerprint recognition system would not have control 
over the information stored on the card, thus making 
the electronic data storage medium unsuitable for, for 
example, making credit card purchases in stores that 
do not have access to the "database of templates" . 

claims 2, 4, 5, 7 and 10 are amended to be consistent 
with the amendments entered in Claim 1 (discussed above) . 

Claims 2, 5, 6 and 11 are dependent from Claim 1, and 
are therefore distinguished over Bjorn for at least the 
reasons provided above with reference to Claim 1 . 

For the above reasons. Applicants' respectfully 
request renonsi deration and withdrawal of the rejections 
under 35 USC 102. 
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Rejections Under 3 5 USC 103 

Claims 3 and 7-10 are rejected under 35 USC 103(a) as 
being unpatentable over Bjorn in view of Jacobsen et al 
(U.S. Pub. App. No. 2001/0043174). 

Claims 3 and 7-10 are dependent from Claim 1, which is 
distinguished over Bjorn for at least the reasons provided 
above. Further, Jacobsen fails to overcome the 
deficiencies of Bjorn that are described above with 
reference to Claim 1. Hence, it would have been neither 
possible nor obvious to combine the teachings of Jacobsen 
and Bjorn to produce the electronic data storage medium 
recited in Claim 1. Because Claims 3 and 7-10 are 
dependent from Claim 1, they are believed to be patentable 
over Bjorn and Jacobsen for at least this reason. 

For the above reasons. Applicants' respectfully 
request reconsideration and withdrawal of the rejections 
under 35 USC 103. 

New Claims 

Claims 12-14 are newly entered. 

Similar to Claim 1, Claim 12 recites a "non-volatile 
memory device", a "fingerprint sensor", an "input/output 
interface circuit" , a "processing unit" , "means for 
controlling said processing unit when the electronic data 
storage medium is in the programming mode" and "means for 
controlling said processing unit when the electronic data 
storage medium is in the data retrieving mode" . As such. 
Claim 12 is believed to be distinguished over Bjorn and 
Jacobsen for reasons similar to those provided above with 
reference to Claim 1 . 

- 12 - 



STI-102 (SUP-029) 



SN: 09/478,720 



In addition, Claim 12 recites "a function key set 
connected to said processing unit and operably arranged 
such that a user is enabled to initiate operation of said 
electronic data storage medium in a selected one of a 
programming mode and a data retrieving mode by manipulation 
of the function key set" . Support for this amendment is 
found, for example, on page 5, lines 18-27. The recited 
"function key" further enhances control of the electi-onic 
data storage medium by controlling writing to the non- 
volatile memory only during the "programming mode" . As 
discussed above, Bjorn's fingerprint recognition system 
does not involve storing fingerprint reference data 
in a non-volatile memory of an electronic data storage 
medium, thus obviating the need for operation in a 
"programming mode" for this purpose. As such, it would not 
have been obvious to modify the teachings of Bjorn to 
incliide the "function key set" recited in Claim 12. 

Claim 13 is dependent from Claim 12, and is therefore 
distinguished over the cited prior art for reasons similar 
to those provided above with reference to Claim 12 . 

Similar to Claim 1, Claim 14 recites a "non-volatile 
memory device", an "input/output interface circuit", a 
"processing unit", "means for controlling said processing 
unit when the electronic data storage medium is in the 
programming mode" and "means for contx^olling said 
processing unit when the electronic data storage medium is 
in the data retrieving mode" . As such. Claim 14 is 
believed to be distinguished over Bjorn and Jacobsen for 
reasons similar to those provided above with reference to 
Claim 1. Claim 14 also recites "means for manually 
switching the electronic data storage medium between a 



STI-102 (SUP-029) 



SN: 09/478,720 



programming mode and a data retrieving mode" in a manner 
similar to that recited above with reference to Claim 12, 
thus further distinguishing Claim 14 over the teachings of 
Bjoxxx and Jacobsen. Note that Claim 14 also recites 
"security means" that are enabled, for example, by the 
fingerprint sensor and/or function key set disclosed in 
Applicant's specification. 
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CONCLUSION 

For the above reasons. Applicants believe Claims 1-14 
are believed to be in condition for allowance. Should the 
Examiner have any questions regarding the present paper, 
the Examiner is invited to contact the undersigned attorney 
at the number provided below. 

Respectfully submitted, 

Patrick T. Bever 
Attorney for Applicant 
Reg. No. 33,834 
408-451-5902 

CUSTOMER NO. : 22888 



